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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1 through 28 and 37 through 44. Clainms 29 through 36
have been wi thdrawn from consi deration as being directed to a
non el ected invention (paper no. 7).

Appel l ants' invention relates to a fluorescent lanp in
whi ch mercury is vaporized during |lanmp operation. As the
operating tenperature increases, the mercury vapor pressure

increases and the efficiency of the lanp is reduced. There
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are two ways of controlling the mercury vapor pressure,

tenperature control and amal gam control. Appellants use
tenperature control with zinc. Representative
i ndependent claim 7 is reproduced as foll ows:

7. A tenperature controlled fluorescent |anp having a
predet erm ned amount of nmercury seal ed therein characterized
in that the nmercury is in the formof a binary zinc amal gam
that is partially in the liquid and partially in the solid
phase when the lanp is operating.

The reference relied on by the Exam ner foll ows:

Evans et al. (Evans) 4,145, 634 Mar. 20, 1979

Claims 1 through 23, 25 through 28, and 37 through 44
stand rejected under 35 U.S.C. 8 102(b) as being antici pated
by Evans.

Claim 24 stands rejected under 35 U S.C. § 103 as being
obvi ous over Evans.

Rat her than repeat the argunents of Appellants or the
Exam ner, we make reference to the brief, reply brief,
suppl enental reply brief, answer, and suppl enental answer for

the respective details thereof.

OPI NI ON
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After a careful review of the evidence before us, we
agree with the Exam ner that clainms 17 through 23 and 42
t hrough 44 are properly rejected under 35 U S.C. § 102(b),
and claim?24 is properly rejected under 35 U. S.C. § 103.

Thus, we will sustain the rejection of these clainms but we
will reverse the rejection of remaining clains on appeal for
t he reasons set forth infra.

It is axiomatic that anticipation of a claimunder § 102
can be found only if the prior art reference discloses every
el ement of the claim See In re King, 801 F.2d 1324, 1326,
231 USPQ 136, 138 (Fed. Cir. 1986) and Li ndemann
Maschi nenfabri k GVBH v. American Hoist & Derrick Co., 730 F.2d
1452, 1458, 221 USPQ 481, 485 (Fed. Cir. 1984). "Anticipation
is established only when a single prior art reference
di scl oses, expressly or under principles of inherency, each
and every elenment of a clainmed invention.” RCA Corp. V.
Applied Digital Data Systenms, Inc.,

730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984),
(citing Kal man v. Kinmberly-Clark Corp., 713 F.2d 760, 772, 218

USPQ 781, 789 (Fed. Cir. 1983)).
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Appel | ants argue that tenperature controlled | anps vary
in the amount of nercury introduced, and that Appellants
precisely control the anount of mercury by form ng an amal gam
with a nmetal, such as zinc, which does not have an inpact on
t he mercury vapor pressure. (Brief-pages 4 and 5.)
Appel | ants contend that Evans is directed to only amal gam
controlled | anps (which control the nmercury vapor pressure),
and al though zinc is nmentioned as an alternative to indium
(colum 4, lines 2-4), zinc will not control mercury vapor
pressure. Thus, Evans is in error as to zinc being suitable
in the amal gam controlled | anps. (Brief-pages 5-7.)
Appel | ants supply graphs to show the |ack of effect zinc
amal gam has on vapor pressure (brief-pages 8 and 9) and
support this with a declaration froman expert in the field
(decl aration of paper no. 8). The Exam ner has not disputed
t hat these graphs show a | ack of vapor pressure control with
zinc amal gam  Furthernore, the Exam ner agrees with the
prem se that the control of mercury vapor pressure occurs by

two separate nethods, tenperature control and anal gam contr ol
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(advi sory action, paper no. 18, top of page 1, mail ed Novenber
20, 1996).

We have revi ewed Evans and agree with Appellants that
Evans is directed solely to amal gam controlled | anps. The
Exam ner’ s response (answer-pages 4 and 5) that Evans is a
tenperature controlled | anp because Evans suggests zinc
amal gamis sinply contrary to the Evans discl osure.

The Exam ner has provided no evidence to refute
Appel l ants’ graphs and declaration that zinc amal gamw || not
work in an amal gam controlled | anp. Evans has suggested an
amal gam control l ed | anp using zinc amal gam but, even if zinc
amal gam woul d work for an amal gam controlled | anp, the
gquantity, size, consistency, solid/liquid phase, etc. of the
pellets are not disclosed. As argued by Appellants (brief-
page 15), there is no evidence to support the Exanmi ner’s
contention that the disclosed characteristics of the indium
pellets in Evans also apply to zinc pellets. Even if the
characteristics of indiumand zinc pellets were the sanme, in

t he context of Evans, one woul d expect the result to be an
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amal gam control l ed | anp, as opposed to Appellants’ tenperature
controll ed | anp.

The Exam ner further responds that zinc amal gam wor ks
because that is what Appellants claim (answer-page 5). But,
Appel lants claima tenperature controlled |lanp, and there is
no basis in Evans for determ ning the proper characteristics
for indium let alone zinc, in a tenperature controlled |anp.

Accordingly, we will not sustain the Exam ner’s rejection
of any clainms directed to a tenperature controlled [ anp using
zinc amal gam These clains include claims 7 through 10. Wth
respect to claim 11, the Exam ner contends that the | anguage
“whi ch does not rely on amal gamative metal to control nmercury
vapor pressure” is functional, and is given no patentable
wei ght (final rejection, paper no. 11, page 11). W do not
agree. In the context of this invention, with two nethods of
| anp operation (tenperature controll ed and amal gam
controlled), the cited | anguage is considered to be an
alternative way of expressing tenperature controlled. Thus,
we will not sustain the Examner’'s rejection of clains 1

t hrough 6.
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Si nce the Exam ner has provided no prior art in the
rejection regarding tenperature controlled fluorescent | anps,
we will not sustain the Examner’'s rejection of any clains
directed to a tenperature controlled lanp. Thus, we will not
sustain the Exam ner’s rejection of claims 11 through 16.

Al t hough clainms 38 and 40 do not recite the words “tenperature
controlled”, we find this limtation expressed in an
alternative manner, as discussed with respect to claim1l
supra, thus we will not sustain the Exam ner’s rejection of
clainms 38, 39, 40, and 41.

Wth respect to claim 37, although neither limted to a
t enperature nor amal gam controlled | anp, the clained
characteristics of the materials are not taught by Evans as
di scussed supra, thus we will not sustain the Exam ner’s
rejection of this claim

Wth respect to claims 17 through 28 and 42 through 44,
we find a lamp fill material being claimed. The |anguage “for
a tenperature controlled fluorescent |anp” (claim17) or “for
a fluorescent |anmp” (clainms 22 and 42) nmerely represents an

i ntended use, and does not limt the clained fill material.
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Evans clearly suggests a zinc amalgamlamp fill material. As
noted by Appellants on page 13 of their brief (citing The
Mat hi son Al kali Wrks v. Coe, 90 Fed.2d 443 (D.C. Cir 1938)),
“the unintentional statenent of a fact m ght be considered
sufficiently a part of the prior art to require its
investigation. But a statenment so contrary to fact, as this
was denonstrated to be, is not a part of the prior art.”
Since the use of zinc analgamas a lanp fill material is not
contrary to fact, as evidenced by Appellants’ use thereof,
Evans statenent regarding zinc analgamis considered a prior
art teaching. Thus, we will sustain the Exam ner’s rejection
of clainms 17, 22 and 42. Clainms 18 through
21, 43 and 44 recite characteristics for zinc aml gam whi ch
are taught by Evans in generic statenents for all suggested

amal ganms, e.g. pellets, nmercury liquid at 20°C, netal (zinc)

outer shell, porous and netastable. Note Evans, colum 3,
line 68 to colum 4, line 3; colum 4, line 8§;

colum 4, line 44; and colum 6, line 64 to colum 7, line 8.
Accordingly, we will sustain the Exam ner’s rejection of

claims 18 through 21, 43 and 44.
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Claim 23 nerely adds | anguage to the intended use, not
affecting the clained lanp fill material itself, thus we wll

sustain the Examner’s rejection as to this claim

Wth respect to claim 24, as noted by the Exam ner at
colum 4, lines 40-48, Evans prefers coated pellets, which
inplies the use of uncoated pellets is known. Since claim 24
is subject to a 35 U S.C. 8 103 rejection, a specific teaching
is not required as to uncoated pellets. Accordingly, one of
ordinary skill in the art would have inferred fromthe context
of Evans, that uncoated pellets (ones that stick to surfaces
as noted in Evans’ discussion of prior art) were known in the
art. Thus, we will sustain the Exam ner’s rejection of claim
24, directed to an uncoated lanp fill material per se.

Wth respect to clains 25 through 28, Evans | acks the
specifics recited, and as noted supra, the Exam ner has
provi ded no evidence that the specifics disclosed for indium
hold true for zinc. Thus, we will not sustain the Exam ner’s
rejection of clains 25 through 28.

In view of the foregoing, the decision of the Exam ner
rejecting claims 17 through 23 and 42 through 44 under 35
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US.C. § 102, and claim 24 under 35 U S.C. 8 103 is affirnmed.

However, the decision of the Exam ner rejecting clainms 1

t hrough 16, 25 through 28, and 37 through 41 is reversed.
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No tine period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
STUART N. HECKER ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
LANCE LEONARD BARRY )
Adm ni strative Patent Judge )
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